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• why shall we file 
application in Chapplication in Ch

a patent 
ina?ina?



We used to answer like thi

• Large population, large m
• Large filing number recen
• A good weapon to strike t
• …

s-

market
nt years
the infringement
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IP Courts - 1

• 3 IP courts in Beijing, Sha
– top three IP jurisdictions in 

• Set up at the end of 2014
• Specialized Courts for int

anghai, and Guangzhou
the country

4
tellectual property cases



IP Courts - 2

• Beijing IP Court
– established on November 6

20142014
– the first IP court in China
– more than 40 judgesmore than 40 judges
– civil and administrative 

cases involving complex 
h ltechnology

– administrative review case
against decisions made byagainst decisions made by
government agencies

6, 

s 
yy 



IP Courts - 3

• Guangzhou IP Court
– established on December 

16 201416, 2014
– more than 30 judges
– IP cases in GuangdongIP cases in Guangdong 

Province except for the City
of Shenzhen

y 



IP Courts - 4

• Shanghai IP Court
– established on December 

28 201428, 2014
– more than 12 judges



IP Courts - 5

• Cases accepted and conc

d l daccepted conclude

Beijing IP 
Court

nearly 9,000 more tha

Guangzhou 
IP Court

nearly 5,000 more tha

Shanghai IP 
Court

nearly 1,600 nearly 1,0
Cou t

cluded in 2015

d ked remarks

n 4,000 more than 60% cases are 
litigations against decisions by 

t igovernment agencies

n 3,000 it has jurisdiction over cases for 
one whole province, the biggest 
province for manufacturing p g
industries

000



IP Courts - 6

• Highlight of IP Courts - 1
– the judges

f• excellent ones selected fr
Intermediate People’s Cou

• have rich experience in IP
technical background

om the original corresponding 
urts

P cases, and many of them even have 



IP Courts - 7

• Highlight of IP Courts - 2
– a technical investigation se

• to assist judges who have
• employs experts in variou

investigation officers
– to provide their professio

judge 
– to help the judge to mak

• the technical investigation
under construction

• Beijing IP courts employeBeijing IP courts employe
2015, and they have alrea
litigation cases

ection 
e no technical background
s technical fields as technical 

onal opinion regarding technique for the 

ke some investment and decision
n system is in its initial stage and 

d 15 technical investigation officers ind 15 technical investigation officers in 
ady taken part in more than 70 



Improvement on legal provp g p

• Amendment on Chinese P
– some preliminary strengthe

enforcement of patent rightenforcement of patent right
• the penalty for counterfeit
• the amount of compensatp

visions - 1

Patent Law in 2008
ening on the articles about 
tt
ing patents largely aggravated
ion for infringement largely increasedg g y



Improvement on legal provp g p

• Interpretation of several is
application of law in the tr
20092009
– as a supplement of the p
– to provide a specific guidanp p g

cases
– defines:

• the protection scope of a p• the protection scope of a p
• judgment of patent infring
• non-infringement defense

th t f t• the amount of compensat
• …

visions - 2

ssues concerning the 
rial of patent disputes in 

patent law
nce for trial of patent infringement p g

patent rightpatent right
ement

iion



Improvement on legal provp g p

• Interpretation (II) of sever
application of law in the tr
– the main target of the Inter

existing problems in patent
• 1. difficulty in providing ev1. difficulty in providing ev

– it is always difficult for a
infringement

– the Interpretation (II) assthe Interpretation (II) ass
evidences to the infringe

visions - 3

ral issues concerning the 
rial of patent in 2016
pretation (II) is to resolve some 
t infringement cases:
videncevidence
 patentee to provide evidences of 

signs part of the obligation of providingsigns part of the obligation of providing 
er



Improvement on legal provp g p

• 2. long period
– a patent infringement ca

further administrative liti
– the Interpretation (II) allo

infringement litigation on
the invalidation

– unnecessary to wait the
litigation

– as a judicial remedy, the
b f IP tbefore IP court

– if the two parts reach ag
before or after trial, the 

visions - 4

ase accompanied with invalidation and 
igation may last 5-6 years
ows the court to directly reject the 
nce the reexamination board determines 

e final decision of the administrative 

e patentee is allowed to file a separate suit 

greements on compensation for damage 
court would accept it



Improvement on legal provp g p

• A fourth amendment on th
– the SIPO issued a draft am

comments in 2015comments in 2015

– a brand new Chapter name
application of patent riapplication of patent ri

visions - 5

he Chinese Patent Law
mendment of patent law for 

ed “enforcement and 
ght” is addedght  is added



Statistic on recent infringemeng

234, 5%

Infringement litigations settled during 
2013‐2015

Chinese C ese
plaintiff
Foreign 
plaintiff4166, 

95%

plaintiff

nt litigations - 1g

26, 11%

foreign plaintiff's winning rate

Win
Lose

208, 
89%



Statistic on recent infringemeng

• Amount of compensation
– the case with foreign plaint
– plaintiffs of the cases with c

500,000 RMB are all for

th hi h t ti– the highest compensation u

nt litigations - 2g

tiff earns a higher compensation
compensation more than 
reign companies

t b t 4 8 million RMBup to about 4.8 million RMB



4 infringement litigations filed g g

• Background
– Hurom group (Korea) is 

famo s for its j ice e tractofamous for its juice extracto
– filed a patent application of

juice extractor in 2007j
– patent granted in 2010

by Hurom - 1y

oror
f its 



4 infringement litigations filed g g

• Sued 4 Chinese manufac
Haier in 2015

• Alleging their products of 
Hurom’s patent right

• Demanded a total compe
10 million RMB

by Hurom - 2y

cturing companies including 

juice extractors infringe 

ensation amount of nearly 



4 infringement litigations filed g g

• The 4 Chinese manufactu
invalidation request to inv
– Failed

• In 2016, the Beijing IP co
– affirming the infringemen

– approving the amount of 
Hurom

by Hurom - 3y

uring companies filed 
validate the patent

urt announced the decision:
t of the 4 Chinese companies

compensation demanded by 



Tips on pr
(of Invention and Utilit

rosecution 
ty Model Applications)



• Some general issue
and utility model paand utility model pa

es for both invention 
atent applicationsatent applications



Amendments in China - 1

• Voluntary amendment
– amendment at requesting e

months from the start of themonths from the start of the
– amendment at filing of a div

• Passive amendment
– amendment according to aamendment according to a
– amendment according to a

examination or within three 
e e aminatione examination
visional

a notification of correctiona notification of correction
an office action



Amendments in China - 2

• Very strict criterion
– the amendments shall not 

descriptiondescription

• The content of amendme
shall be literally described– shall be literally described 

– can be directly and un
person skilled in the art froperson skilled in the art fro

go beyond the initial claims and 

nts
in the initial claims or descriptionin the initial claims or description

ambiguously derived by a 
m the initial claims or descriptionm the initial claims or description



Amendments in China - 3

• An example of an allowed

A mobile 
phone

d amendment

A mobile 
phone with anphone with an 

antenna



Amendments in China - 4

• An additional restriction o
– the amendment must aim 

the examiner

– any voluntary amendment 
t th t th d• except that the amendme

problems so as to smooth

on passive amendment
to solving the problem issued by 

at this stage is not allowed
t i l t l f litnt is only to solve some formality 

h the prosecution



Patentability of subject my j

• If a software or computer 
by patent in China？

– Yes

atter - 1

program can be protected 



Patentability of subject may j

• A software or computer p
as the subject matter of th

• The following form will be
– Software for image process

A t f i– A computer program for sig
– A storage medium/device, 

computer program…computer program…

atter - 2

rogram per se cannot serve 
he claims in China
e rejected in China:
sing, characterized in …

l l i h t i d ignal analysis, characterized in …
characterized in storing a 



Patentability of subject may j

• Allowable claim form for p
computer program

Method claim

• A method for image 
processing, characterized in 
including the following steps:
• Step 1…
• Step 2…
• … .

atter - 3

protection of a software or 

Product claim

• An apparatus for image 
processing, characterized in 
including the following devices:
• Device A, for the processing 
of Step 1…

• Device B, for the processing , p g
of Step 2…

• … .



Patentability of subject may j

• Tips for product claim for 
computer program
– every feature of the produc

correspond to that of the m

Oth i th l i ill b– Otherwise, the claim will be
from the description

atter - 4

protection of software or 

ct claim shall perfectly
method claim

j t d l ki te rejected as lacking support 



Patentability of subject may j

• Method for diagnosis or tr
including human
– still unpatentable in Ch

atter - 5

reatment of animals 

hina



Patentability of subject may j

• A possible amendment to
diagnosis or treatment me
– Swiss-type use claim

• Use of compound A/comp
medicine/reagent/vaccineg

– those claims cannot be am
• a diagnosis method chara
• a treating method charact

atter - 6

o an allowable form for
ethod:

ponent A in the manufacture of a 
e for treatment/diagnosis…g
mended into Swiss-type
acterized in procedure
terized in administration



Official fees for patent in Cp

• some basic official fees (f

It Offi i l F fItem Official Fee f
Invention
(in RMB/US

Application fee (via Paris
Convention or PCT path)

900/135

Printing fee 50/7.5g /
Reexamination fee 1000/150
Patent Certificate Fee
(Including Printing Fee

255/38
(Including Printing Fee
and Stamp Tax)

China - 1 

fixed fees)

f Offi i l F ffor

SD)

Official Fee for
Utility Model
(in RMB/USD)
500/75

‐
300/45
205/31



Official fees for patent in Cp

• some basic official fees (v

Item

Fee for claiming priority (per priority)

Surcharge for grace period of Chine
PCT application
Substantive examination fee (for inven(
Excessive fee for claims in excess of 10

Excessive fee for specification includ
(and gene sequence list)
in excess of 30 pages (per page)
in excess of 300 pages (per page)p g (p p g )

China - 2 

variable fees)

Official Fee
(in RMB/USD)
80/12

ese entry of a 1000/150

ntion only ) 2500/375y ) /
0 (per claim) 150/22

ding drawings

50/7.5
100/15/



Official fees for patent in Cp

• The fee for claiming prior
– variable with the number o

• The surcharge for grace p
– only occurs when using the

• The excessive fee for cla
– calculated based on actual

page number of the specifipage number of the specifi

China - 3

ity
of the priorities

period
e 2-month grace period

ims and specification
l situation (claim number and 
cation)cation)



Official fees for patent in Cp

• The substantive examina
application can be reduce
PCT li ti iPCT application in some 
– reduced by 100% if ISR a

Patent Office (SIPO)Patent Office (SIPO)

– reduced by 50% if ISR is m

d d b 20% if ISR i– reduced by 20% if ISR is m
Swedish Patent Office

China - 4

tion fee of an invention 
ed for a national entry of 
cases:

and IPER are made by Chinese 

made by SIPO

d b E Jmade by European, Japanese or 



A way to lower official feeA way to lower official feeyy

• To cut down excessive cla
– cut down the number of the
– further add the cut claims a

amendment
• will not incur any further owill not incur any further o

– This way doest not work
application

aim fee
e claims at filing
at the timing of the voluntary 

official feeofficial fee

k for Chinese entry of PCT 



Expedite prosecution of inp p

• Patent Prosecution Highw
– the only way to expedite p

• Start at 2011
• Cooperation protocol with

nvention in China

way (PPH) 
prosecution

h 20 countries or regions



PPH in China

• Regular PPH
– using the grant decision by

• PCT PPH
– using the positive opinion a

PCT applicationPCT application

• No official fee

y the prior national patent office

at the international phase of a 



Requirements for PPH reqq q

• File after the application e
examination, before the e
ffi tioffice action

• The claims for which a PP
f tl i l t t th– perfectly equivalent to thos

with favorable opinion in th
application

– Or have a narrower scope

• Some minor expression d
rejection of the request

• 2 chances

uest

enters the substantive 
examiner issues the first 

PH is requested:
ll d l i th l ise allowed claims or the claims 

he international phase of PCT 

differences may lead to 



Effect of PPH

• Will not lead to the direct
• Accelerate the issuance o

– Reduce 6-12 months to 3-6

t granting of an application
of the first office action
6 months (by half)



Suggestions for PPHSuggestions for PPHgggg

• Balance the scope of the 
prosecution

• If an amendment to narro
consider whether it is wor

• Consider the risk of a reje
beyond the initial applicat

claims and the period of the 

ow the scope is needed, 
rth to file a PPH request
ection as amendment go 
tion



• Some specialized t
patent applicationspatent applications

tips for utility model 



Overview of utility model iy

• Eligible subject matters
– only for products
– shall include the improvem

structure of product

P ti d• Prosecution procedure
– no substantive examinatio

l li i i ti– only preliminary examinatio
– low criterion for novelty and

• Protection period• Protection period
– 10 years

n China

ment relating to the shape and/or 

n
on
d inventiveness 



New tendency in examinaty

• the criterion of novelty/inv
– Conduct more search
– Issue more office actions fo

novelty/inventiveness

tion of UM

ventiveness is raised

or the reasons of lacking 



Strategy for quicker&longeStrategy for quicker&longe
t t t tit t t ti 11patent protection patent protection -- 11

• Yes!
• file an invention applicatio

application 

– with the same co
– at the same day

er er 

on and a utility model 

ontent 



Strategy for quicker&longeStrategy for quicker&longe
t t t tit t t ti 22patent protection patent protection -- 22

• Article 9 of Patent Law
– For any identical creation, 

granted Where an applicagranted. Where an applica
applications for both patent
invention relating to the ide
declares to abandon the pa
been granted and does not
invention may be granted.y g

er er 

only one patent right shall be 
nt files on the same dant files on the same day 
t for utility model and patent for 

entical creation, and the applicant 
atent for utility model which has 
t terminate, the patent for 



Strategy for quicker&longeStrategy for quicker&longe
t t t tit t t ti 22patent protection patent protection -- 22

file a invention 
application and 
utility model 

application with 
the same 
content

get the utility 
model 

application 
granted

er er 

abandon the 
utility model 

and get 
invention 
application 
granted

expiration of 
the invention 

patent



Thanks for listening!g

• Any question?

FredeFrede
Patent Att
Email: pat
Tel: +8610

er Shener Shen
torney
tent@kangxin.com
0 56571307




